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Claims 46, 48, 63, 65, 70, 81, 83, 100, 102, 117, 119 and 122 are re- 
jected under 35 U.S.C. § 112, second paragraph, as being indefinite for fail- 
ing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 46, 63, 81, 100 and 117 are incorrect in the recitation of "se- 
lected from the group consisting of...or Chaetomium" . The correct recitation 
of a Markush group is "selected from the group consisting of A, B, C, D and 
E" . Therefore the "or" before the last member of the group should be "and" . 
As the claim now stand there is no group. 

Claims 48, 65, 83, 102 and 119 are confusing and incorrect because 
there are three "or"s in the series. There should only be one "or" between 
the last two members of the series. 

Claim 70 is indefinite and confusing in the recitation of "to textile 
materials like fabrics or garments or yarn,". The instant recitation has two 
"or"s in the series and the first one should be eliminated. Secondly, the 
recitation of "materials like" is not the best and clearest recitation possi- 
ble. A better recitation would be "to textile materials such as fabrics, 
garments or yarn,". 

Claim 122 is confusing and apparently incorrect in the recitation of 
"enzyme preparation is a surface active agent". Claim 106, upon which the 
instant claim depends, is drawn to a method wherein a cellulase preparation 
is used. Therefore the instant claim should not refer to only a surface 
active agent. Apparently the instant claim should be like similar to claims 
such as claim 51, wherein the instant phrase is "enzyme preparation further 
comprises an surface active agent" . 



35 U.S.C. 101 reads as follows: 
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Whoever invents or discovers any new and useful process, machine, 
manufacture, or composition of matter, or any new and useful improvement 
thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 



Claims 35-44 and 46-51 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. The "enzyme 
preparation" of the instant claims reads on the enzyme in nature and does not 
show the intervention of "the hand of man", which is required for U.S. patent 
claims. Adding "isolated" or some similar recitation would overcome this re- 
j ection . 

Claims 32-35, 37, 39-40, 42-51 are rejected under 35 U.S.C. 101 be- 
cause the claimed invention is not supported by either a specific and sub- 
stantial asserted utility or a well established utility. 

The instant claims are drawn to polypeptide having 80% identity to SEQ 
ID NO: 35, residues 23-452 of SEQ ID NO: 35, a polypeptide having 80% identity 
to residues 23-452 of SEQ ID NO: 35. There is apparently no teaching in the 
instant specification that gives a substantial asserted utility for these em- 
bodiments. Therefore, absent very convincing proof to the contrary it is 
maintained that the instant embodiments have no specific and substantial 
utility. 

Claims 32-35, 37, 39-40, 42-51 are also rejected under 35 U.S.C. 112, 
first paragraph. Specifically, since the claimed invention is not supported 
by either a asserted utility or a well established utility for the reasons 
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set forth above, one skilled in the art clearly would not know how to use the 

claimed invention. 

Claims 35, 38, 45-52, 55, 62-70, 73, 80-89, 92, 99-106, 109 and 116-122 
are rejected under 35 U.S.C. 112, first paragraph, as containing subject mat- 
ter which was not described in the specification in such a way as to enable 
one skilled in the art to which it pertains, or with which it is most nearly 
connected, to make and/or use the invention. The instant claims requires the 
presence of particular strains, namely DSM 11026, DSM 11-13 and DSM 11011. 
It is not clear that all of the requirements of 37 CFR 1.801-1.809 as to de- 
posit conditions and availability upon issuance of a U.S. patent have been 
met for these strains. 

Claims 32, 34-35, 37, 40, 42 and 44-51 are rejected under 35 U.S.C. 
112, first paragraph, as failing to comply with the enablement requirement. 
The claim(s) contains subject matter which was not described in the specifi- 
cation in such a way as to enable one skilled in the art to which it per- 
tains, or with which it is most nearly connected, to make and/or use the in- 
vention. The instant specification teaches an enzyme of SEQ ID NO: 35 and re- 
sidues 23-452 of SEQ ID NO: 35. The specification does not teach an enzyme 
that is, 80% identical to SEQ ID NO:35 or 80% identical to residues 23-452 or 
SEQ ID NO: 35. It is well known that the change of even one amino acid can 
alter the activity of a protein. The specification does not teach which spe- 
cific residues can be changed which residues and still retain enzymatic ac- 
tivity, nor does it teach what regions are important for binding and/or ac- 
tivity towards substrate, and therefore the instant claims should be limited 
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to what is taught in the specification. In order to allow for allelic vari- 
ants the examiner will allow claims drawn to 95% identity. 

Claims 52-122 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim (s) 
contains subject matter which was not described in the specification in such 
a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Apparently, the enzyme of SEQ ID NO: 35, encoded by SEQ ID NO: 34 is 
known as the " 50K-cellulase B" enzyme (sentence spanning pages 77-78) . Ac- 
cording to page 54, lines 16-18, it has no detectable endoglucanase activity. 
The enzyme is apparently derived from /Vfelanocarpus albomyces , which is appar- 
ently the same organism as Thielavia albomyces (page 9, lines 8-11) and ap- 
parently does not contain a cellulose binding domain (CBD) (page 78, lines 8- 
11) . Other than the indigo dye release in Table VI, there is apparently 
nothing disclosed in the instant specification regarding the use this enzyme 
for anything and specifically not for biostoning, biof inishing, treating 
wood-derived pulp or fiber or improving the quality of animal feed. The 
significance of the indigo dye release is not understood regarding the ins- 
tant claims. Therefore, the instant specification does not teach that at the 
time the application was filed applicants had possession of the instant 
claims . 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 
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A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or 
a foreign country or in public use or on sale in this country, more than one 
year prior to the date of application for patent in the United States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis 

for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the prior 
art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the 
art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



Claims 31-40, 45-48 are rejected under 35 U.S.C. 102(b) as being anti- 
cipated by Skinnner, et al . (A). The instant reference teaches a cellulase 
from Thielavia that it is maintained is inherently the enzyme of the instant 
claims absent very convincing proof to the contrary. As discussed supra, the 
cellulase of SEQ ID NO: 35 is derived from Melanocarpus albomyces, which is 
apparently the same organism as Thielavia albomyces (page 9, lines 8-11). 
The purification of the enzyme is taught Example 4. 

Claims 31-40, 45-57, 62-75, 80-94, 99-111 and 116-122 are rejected un- 
der 35 U.S.C. 103(a) as being unpatentable over Skinnner, et al . (A), in view 
of Olson (QAD1), Olson (AF1) , Bjork, et al . (AH1) , Olson, et al . (All, AJ1) , 
Cox, et al. (AK1), Clarkson, et al . (AA2 , AB2 , AF2, AG2) , Nevalainen, et al . 
(AC2) and other well known prior art. Skinner, et al . is characterized su- 
pra. The secondary references as well as other well known prior art teach 
the use of cellulases for biostoning, biof inishing, treating wood-derives 
pulp or fiber and improving the quality of animal feed It is maintained 
that the instant claims would have been obvious to one of ordinary skill in 
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the art over Skinner, et al . in view the of the secondary references as well 
known prior art, absent unexpected results. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Charles L. Patterson, Jr., PhD, whose 
telephone number is 571-272-0936. The examiner can normally be reached on 
Monday - Friday from 7:30 to 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Ponnathapura Achutamurthy , can be reached on 571-272- 
0928. The fax phone number for the organization where this application or 
proceeding is assigned is 571-273-83 00. 

Information regarding the status of an application may be obtained . from 
the Patent Application Information Retrieval (PAIR) system. Status informa- 
tion for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov. Should you have questions on access to the' 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free) . 



Charges L. Patterson, Jr. 
Primary Examiner 
Art Unit 1652 

Patterson 
April 12, 2006 



